Celebrating the past. Protecting the future.

December 1, 2025

John A. Squires
Under Secretary of Commerce for Intellectual Property and
Director of the United States Patent and Trademark Office

600 Dulany Street
Alexandria, VA 22314

Re: Docket No. PTO-P-2025-0025, Revision to Rules of Practice Before the Patent Trial and Appeal Board
Dear Director Squires,

On behalf of the Bayh-Dole Coalition, I would like to commend the U.S. Patent and Trademark Office

for its Notice of Proposed Rulemaking (NPRM) proposing reforms to the Patent Trial and Appeal Board
(PTAB), which would bring much-needed predictability back to the patent system and give entrepreneurs
and investors the confidence to pursue bold, cutting-edge research and development. America’s innovators,
workers, and consumers would all benefit from the USPTO implementing the proposed reforms.

The Bayh-Dole Coalition is a group of innovation-oriented organizations and individuals committed to
celebrating and protecting the Bayh-Dole Act, as well as informing policymakers and the public of its many
benefits. Because the success of Bayh-Dole depends on a robust and stable patent system, we advocate for
reforms that restore clarity and fairness where it has eroded — ensuring that publicly funded discoveries
continue to attract investment, drive progress, and deliver value to the American people.

The proposed reforms would protect innovators, particularly small to mid-size businesses and universities,
the two main intended beneficiaries of the Bayh-Dole Act, which is officially the University and Small
Business Patent Procedures Act.

The PTAB’s current rules tilt the playing field in favor of well-established market incumbents, some

of which exploit the system to bring repeated challenges against small to mid-size inventors — whether
universities or small firms — wearing them down through continued, costly challenges. In the NPRM,
the USPTO rightly notes that “even extremely strong patents become unreliable when subject to serial or
parallel validity challenges.” Serial challengers take advantage of this fact, pushing the PTAB to review
patents that it has already tested for validity in earlier proceedings or in other venues like federal district
court or the International Trade Commission (ITC).

Such challenges are expensive for both parties, but are particularly damaging for small to mid-size
companies and inventors. Oftentimes, they simply have to give up on protecting their intellectual property
due to the high cost of litigation. At a minimum, duplicative challenges leave vulnerable innovators with
less time and money to devote to research and development.
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The proposed changes to the PTAB create an opportunity to prevent such abuse of the patent system,
realigning the PTAB with Congress’s original intent: providing a cost-effective alternative to district court
litigation. The proposed rule would prevent an inter partes review (IPR) petitioner from pursuing invalidity
challenges in other forums and prohibit an IPR in cases where a patent has already been tested and found
valid, with exceptions only in extraordinary circumstances. Innovators who have already successfully
defended their patents will not be needlessly forced through another challenge, and those actively defending
their patents will not be forced to fight a battle on multiple fronts.

By limiting repeat challenges, the rule will help innovators — including those working on federally funded
discoveries — allowing them to direct more resources toward research, development, and production.

The proposal will also boost investor confidence and incentivize R&D, particularly in research-intensive
sectors. Research is a long, expensive, and risky process; it takes a great deal of time and money to turn an
early-stage breakthrough into a usable technology or therapy.

The protection offered by exclusive patent rights gives inventors, and their investors, a chance to earn a
return on their investment. One study from the Massachusetts Institute of Technology even found that
companies with patents were 87 times more likely to grow.

The Bayh-Dole Act proved how important those exclusive patent rights are. Before the law passed, private
companies generally were unable to license federally funded patents on exclusive terms. As a result, firms
had little incentive to invest in commercializing those discoveries. The government licensed fewer than 5%
of its roughly 28,000 patents.

By guaranteeing those patent rights, the law gave companies confidence to license and develop federally-
funded discoveries. That licensing and subsequent commercialization has led to more than 6.5 million jobs,
launched over 19,000 start-ups, and contributed over $1 trillion to the U.S. GDP. The proposed changes to
the PTAB would similarly drive economic growth.

We welcome additional clarifications on the NPRM, such as examples of cases that would qualify for the

“extraordinary circumstances” exception. Overall, however, we urge the USPTO to finalize and implement
the proposed rule, which would restore the PTAB’s original purpose, make the patent system fairer, and
promote capital formation and economic growth.

Thank you for the opportunity to comment on this proposed rule.

Sincerely,

(o & Jll~

Joseph P. Allen
Executive Director
Bayh-Dole Coalition
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